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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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JERRY SM TH, Adni ni strative Patent Judge.

! Reexami nation proceeding for U S. Patent No. 4,739,396, issued
April 19, 1988, of Control No. 90/001, 869, filed Cctober 24, 1989, based on
Application 06/425,136 filed Septenber 27, 1982; which is a continuation-in-
part of Application 05/860,278, filed Decenmber 13, 1977, now Patent No.
4,471, 386, issued Septenber 11, 1984; which is a continuation-in-part of
Application 06/169, 257, filed July 16, 1980, now Patent No. 4,435,732, issued
March 6, 1984; which is a continuation-in-part of Application 05/101, 881,
filed Decenmber 21, 1970, now abandoned; which is a continuation-in-part of
Application 05/134,958, filed April 19, 1971, now abandoned.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe exam ner’s rejection of clains 1-90 in the
reexam nation of United States Patent No. 4,739,396, which
constitute all the clains in the reexam nation proceedi ng.

The invention pertains to projection display
apparatus, and particularly apparatus utilizing liquid crystal
control elements and to flat panel displays.

Representative clains 5 and 43 are reproduced as

fol | ows:
5. A projection tel evision display system conpri sing:
an illum nation source generating source
i1lum nation

an electrical control circuit generating an
el ectrical control signal related to a noving di splay inage,
wherein said control circuit includes a television receiving
circuit for receiving a television signal and an out put
circuit for generating the electrical control signal in
response to the received tel evision signal;

an illumnation control device controlling the
source illumnation fromsaid illum nation source to generate
a television display inmage in response to the electrica
control signal generated with said output circuit, the
i1lum nation control device being a flat panel display having
a two-di nensional coincidentally selected array of display
cells; and
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a projector generating a projected television inmage
by projecting the television display i mge generated with said
i1 lum nation control device.

43. A flat plane television system said flat plane
tel evi sion system conpri si ng:

an illum nation source generating source
i1lum nation

a television receiver generating a television video
signal in response to a transmtted tel evision signal; and

a flat plane electro-optical display controlling
reflection of the source illumnation to generate a tel evision
I mage under control of the television video signal generated
with said tel evision receiver, the electro-optical display
havi ng a two-di nensi onal coincidentally selected array of
di spl ay cells.

THE REFERENCES

The exam ner relies on the follow ng references:

Fergason et al. (Fergason) 3,401, 262 Sep. 10,
1968
Hei l neier et al. (Heilneier) 3,499,112 Mar. 03,
1970
Hanl on 3,569, 614 Mar. 09,
1971
Mari e 3,588, 324 June 28,
1971
Rot h 3, 760, 096 Sep. 18,
1973
Fi scher 3, 840, 695 Cct. 08,
1973
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Koda et al. (Koda) 3,824,003 Jul . 16,
1974
de Quervain et al. (de Quervain) 3, 895, 866 Jul . 22,
1975
Ernstoff et al. (Ernstoff ’968) 4,006, 968 Feb. 08,
1977
Ernstoff et al. (Ernstoff ’219) 4,090, 219 May 16,
1978
Jacobson et al. (Jacobson) 4,127, 322 Nov. 28,
1978
Scheffer 4,239, 349 Dec. 16,
1980
Hyatt (Hyatt ' 732) 4,435, 732 Mar. 06,
1984
Hyatt (Hyatt ' 385) 4,471, 385 Sep. 11,
1984

Taguchi (Japanese | ai d- open
Appl i cation) 52- 77699 June 30,
1977

V. K Zworykin et al. (Zworykin), Television, 2nd edition,
John Wley & Sons, Inc., New York, 1954, pages 266-273.

Lechner et al. (Lechner), “Liquid Crystal Matrix Displays,”
Proceedings of the IEEE, Vol. 59, No. 11, Novenber 1971, pages
1566- 1579.

Robertson, “Projection Television,” Wreless Wrld, Vol. 82,
No. 1489, Septenber 1976, pages 47-52.

THE REJECTI ONS
The exam ner entered the follow ng rejections:
1. dains 5 9-14, 32-36, 42-49, 56, 59, 60, 69-72,
76-80, 84, 87 and 88 stand rejected under 35 U S.C. § 112,

first paragraph, as |acking enabl enent.
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2. Cainms 1-4, 6-8, 15-31, 37-41, 50-55, 57, 58, 61-
68, 73-75, 81-83, 85, 86, 89 and 90 stand rejected under 35
U S C § 112, first paragraph, as broader than the
di scl osure.

3. Cains 2-90 stand rejected under 35 U . S.C. 8§ 305 as
broader than the original patent clains.

4. Clainms 2-90 stand rejected under 35 U S.C. § 112,
first paragraph, as |acking an adequate witten description.

5. Caim2 stands rejected under 35 U. S.C. 8§ 305 as
broader than the original patent claim

6. Clains 57 and 58 stand rejected under 35 U.S.C. §
112, first paragraph, as containing new matter.

7. Clainms 5-7, 18, 20, 39-41, 84 and 85 stand rejected
under 35 U.S.C. § 102 as anticipated by Marie.

8. Cains 5-7, 18, 20, 39-41, 84 and 85 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over Marie taken
with Lechner or Heilneier in view of Zworykin.

9. Caims 5, 7, 8, 19, 32, 39-41, 43, 48, 49 and 52
stand rejected under 35 U . S.C. 8 102 as antici pated by
Jacobson.

10. dainms 5, 7, 8, 10, 19, 32, 39-41, 43, 48, 49 and
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52 stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentable
over Jacobson taken with Lechner or Heil neier.

11. dainms 5, 7, 39, 40, 42 and 52 stand rejected
under 35 U. S.C. § 102 as antici pated by Robertson.

12. Cainms 10, 32, 43, 48 and 49 stand rejected under
35 U.S.C. 8§ 102 as anticipated by Jacobson, figures 5 and 6.

13. Cdainms 56, 57, 74 and 75 stand rejected under
35 U.S.C. § 103 as unpatentable over Robertson in view of
Marie, Scheffer, Jacobson and Ernstoff ' 968.

14. Cdainms 56, 57, 74 and 75 stand rejected under
35 U.S.C. 8 103 as unpatentable over Robertson, Mrie,
Scheffer and/or Jacobson in view of Ernstoff ' 968.

15. Caimb58 stands rejected under 35 U . S.C. 8§ 103 as
unpat ent abl e over Jacobson in view of Marie, Scheffer and
Ernstoff ’* 968.

16. Caim86 stands rejected under 35 U. S.C. §8 103 as
unpat ent abl e over Roth in view of Heilneier '112.

17. Claim 38 stands rejected under 35 U S.C. § 112,
first paragraph, as |acking enabl enent.

18. dains 9, 11-15, 17, 22, 24, 28, 33, 44, 59 and
87 stand rejected under 35 U . S.C. 8 103 as unpat ent abl e over
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Roth in view of Heilneier 112 and Lechner.

19. Cainms 1, 3, 16, 19, 23, 25, 26, 29-31, 34-37, 45-
47, 50, 51, 54, 67, 72, 77, 79 and 82 stand rejected under 35
U S. C 8§ 103 as unpatentable over Roth in view of Heil neier
'112, Lechner, Taguchi and Fergason.

20. Clainms 4, 55 and 83 stand rejected under 35 U S. C
8§ 103 as unpatentabl e over Hanlon in view of Heilneier *112,
Taguchi, Fergason and Lechner.

21. Cdains 21, 27 and 28 stand rejected under 35
U S.C 8§ 103 as unpatentabl e over Roth.

22. Cainms 52, 61, 68, 76 and 80 stand rejected under
35 U.S.C. §8 103 as unpatentable over Hanlon in view of Fischer
and Lechner.

23. Clains 60, 65 and 69 stand rejected under 35
U S.C. 8 103 as unpatentable over Hanlon in view of Fischer
and Lechner.

24. Claimb53 stands rejected under 35 U.S.C. § 103 as
unpat ent abl e over Hanl on and Fi scher in view of Lechner,

Taguchi and Fer gason.
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25. Cainms 64 and 67 stand rejected under 35 U. S. C
8 103 as unpatentable over Hanlon in view of Fischer and
Fer gason.

26. Clainms 62, 66, 71-73 and 77-79 stand rejected
under 35 U. S.C. 8 103 as unpatentabl e over Hanl on, Fischer,
Lechner and Fergason.

27. Cainms 74, 75, 81, 84, 85 and 88-90 stand rejected
under 35 U. S.C. § 103 as unpatentable over Marie in view of
Lechner and Fer gason.

28. Claim2 stands rejected under 35 U.S.C. 8§ 103 as
unpat ent abl e over Lechner in view of de Quervain and Fergason.

29. Cains 1 and 2 stand rejected under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 10 and 12-16 of Hyatt '385 in view of
Lechner, de Quervain and Fergason.

30. dains 3, 9, 11-17, 19, 22-26, 28-40, 42, 44-50,
51, 52, 54, 56, 59, 84, 85 and 87-90 stand rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt * 385 in view of Lechner, Roth and Heil neier.

31. Cainms 4, 55 and 83 stand rejected under the
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judicially created doctrine of obviousness-type double
patenti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Lechner and Hanl on.

32. Cains 5-8, 18, 20, 41, 42, 74, 75, 84 and 85
stand rejected under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpat entabl e over
claims 10 and 12-16 of Hyatt 385 in view of Marie.

33. Cains 8 and 43 stand rejected under the
judicially created doctrine of obviousness-type double
patenti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Lechner and Jacobson or Marie.

34. G aim1l0 stands rejected under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent-abl e over clainms 10 and 12-16 of Hyatt 385 in view
of Lechner.

35. Cains 21, 27 and 28 stand rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Roth.

36. Clains 9, 74, 75, 81, 82 and 88 stand rejected
under the judicially created doctrine of obviousness-type

9



Appeal No. 98-1913
Control 90/001, 869

doubl e patenting as bei ng unpatentable over clains 10 and 12-

16 of Hyatt 385 in view of Lechner and Marie.

37. Cainms 52, 57, 58, 64, 67, 68 and 76 stand
rejected under the judicially created doctrine of obvi ousness-
type doubl e patenting as bei ng unpatentable over clains 10 and
12-16 of Hyatt 385 in view of Fischer.

38. Cainms 53, 60-63, 65, 66, 69-73 and 77-80 stand
rejected under the judicially created doctrine of obvi ousness-
type doubl e patenting as bei ng unpatentable over clains 10 and
12-16 of Hyatt 385 in view of Fischer and Lechner.

39. Caim86 stands rejected under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent-abl e over clainms 10 and 12-16 of Hyatt 385 in view
of Roth and Heil neier.

40. Cdains 1, 3, 5-11, 15, 18, 20, 41-43, 74, 75, 81,
82, 84, 85 and 88 stand rejected under the judicially created
doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Marie.

41. Cains 1, 3, 5, 7-11, 15, 18, 52, 53, 57, 58, 60-
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73 and 76-80 stand rejected under the judicially created
doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Fischer and Lechner.

42. Claim2 stands rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Fischer and Lechner and
further in view of de Quervain.

43. Claim2 stands rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Marie and further in
vi ew of de Quervai n.

44, Clains 4, 55 and 83 stand rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over clains 1-4, 10 and 16
and/or clainms 18, 25, 28-30 and 32 of Hyatt '732 in view of
Hanl on.

45. Cains 12-40, 42, 44-52, 54, 56, 59 and 84-90
stand rejected under the judicially created doctrine of
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obvi ousness-type doubl e patenting as bei ng unpat entabl e over
claims 1-4, 10 and 16 and/or clains 18, 25, 28-30 and 32 of
Hyatt 732 in view of Roth, Lechner and Heil neier.

46. Clains 1-90 stand rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 10 and 12-16 of Hyatt ' 385.

47. Cainms 1-90 stand rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt ' 732.

48. Clains 1-90 stand rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over Hyatt ' 385 and/or Hyatt ’ 732.

W note that the positions of the exam ner and
appel l ant are extensively set forth in the record. The
rejections are set forth in Appendix A to the answer [144
pages]. The initial appeal brief raised all the questions
consi dered rel evant by appellant [185 pages]. The exam ner’s
answer extensively responded to appellant’s argunents on a
poi nt by point basis [168 pages]. Appellant filed a first
reply brief which addressed the exam ner’s position in the

12
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answer and rai sed questions about the | aw of reexam nation [54
pages]. The exam ner responded with a suppl enental answer
whi ch again responded to appellant’s reply brief on a point by
poi nt basis [20 pages]. Finally, appellant filed a
suppl enental reply brief which argued many of the sane issues
one nore tinme [95 pages]. As can be seen, the briefs and
answers in this appeal are contained in over 600 pages of
materials. Since the record of the positions of the exam ner
and appellant are lengthy and substantially conplete, we wl|
not repeat these positions in this decision. Instead, we wll
i ncorporate argunents of appellant or the exam ner where
possi bl e by naking reference to the briefs and the answers for
the respective details thereof.
OPI NI ON

At the outset we note that appellant asks that al
rejections be reversed and the reexam nati on be di sm ssed on
the ground that the reexam nation was inproperly granted,
citing

In re Portola Packaging, Inc., 110 F. 3d 786, 42 USPQR2d 1295

(Fed. Cir. 1997) and In re Recreative Technol ogies Corp., 83

F.3d 1394, 38 USPQ@2d 1776 (Fed. Cir. 1996). According to

13
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appel l ant, there is no substantial new question of
patentability raised in the reexam nati on request because the
prior art cited by the requester is no better than the prior
art considered by the exam ner during the original exam nation
and the requester did not provide a conparative anal ysis of
the new references and the references considered by the

exam ner in the original exam nation |leading to the patent
which is the subject of this reexamnation [reply brief and
suppl enmental reply brief].

Portola and Recreative Technol ogi es basically hold

that an issue considered during the prosecution leading to a
patent cannot be the sole basis for a reexam nation of the
patent. The court made it clear that the Patent and Trademark
Ofice (PTO lost jurisdiction of the case when there ceased
to be any substantial new questions of patentability. The
determ nation that there was no substantial new question of
patentability was clear on its face. There was no factua
di spute before the court to conplicate its ruling.

On the other hand, we are faced with a reexam nation
proceedi ng in which substantial anendnents have been nade to

at | east sonme of the clains, and there are art rejections

14
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pendi ng agai nst the clains which were not considered during

t he course

of the original prosecution of the patent. Thus, appellant’s
request that we dismss this reexam nation on the ground that
the PTO | acked jurisdiction to grant the reexam nation request
because there was no substantial new question of patentability
is not supported by the record in this case and is factually

di sti ngui shable fromthe holdings in Portola and Recreative

Technol ogi es. Although we accept the proposition that these

cases preclude arguing the exact sane issues on reexam hation
whi ch were argued during the original prosecution, we are not
prepared to extend these cases to issues which were not
clearly argued during the original prosecution.

Appel l ant’ s request that we dismss this reexam nation
al so asks that we independently consider the nerits of the new
prior art cited by the requester and nmake our own
determination as to whether a substantial new question of
patentability has been raised. |n other words, appell ant
argues that the new prior art cited by the requester was not,
in fact, any better than the prior art considered during the
ori ginal exam nation. Appellant essentially asks us to rule

15
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that the reexam nation request should never have been granted
and to dismss this reexam nation at this tinme. Such a
request requires that we quantify the various rejections nade
in the reexam nati on proceedi ng and det erm ne whet her any
rejections in this proceeding are quantifiably better than
rejections that were considered during prosecution of the
original patent. This, we decline to do.

The authority to determ ne whether a substantial new
question of patentability is raised is given to the
Comm ssioner [35 U.S.C. 8§ 303(a)]. A determnation by the
Comm ssioner that no substantial new question of patentability
has been raised in the request is final and nonappeal able [ 35
US. C 8§ 303(c)]. In this proceeding, however, we have the
granting of the request. The question appellant poses is what
renmedy is available to himto challenge the Comm ssioner’s
decision to grant the reexam nation request. In our view, we
do not have the authority to rule on whether the Conm ssi oner
properly granted the request for reexam nation. Decisions of
t he Conmi ssioner or his designate nmust be corrected by
petition submitted under the provisions of 37 CFR 88§ 1.181 to
1.183. The decision of the Conmmi ssioner granting the

16
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reexam nati on request should have been i medi ately chal | enged
by petition to the Conm ssioner or by other appropriate

review. Note In re Hengehold, 440 F.2d 1395, 169 USPQ 473

( CCPA 1971).

Appel l ant’ s request for dismissal of this
reexam nation proceeding al so asserts that the requester’s
showi ng in support of the request as well as the exanm ner’s
findings that a substantial new question of patentability had
been rai sed were legally insufficient. Although we do not
have jurisdiction of this issue for reasons just discussed, we
woul d not agree anyway that the Board must dismss a
reexam nati on proceedi ng based solely on the quality of the
presentation as to whether a substantial new question of
patentability has been raised. For purposes of granting the
request, it is sufficient that as part of the determ nation of
whet her a substantial new question of patentability has been
rai sed that the exam ner determ nes that prior art which was
not of record in the patented file constitutes prior art which
potentially renders the claimed invention unpatentable. W
al so do not agree with appellant that the burden is on the
requester to “prove” that the newy cited references are

17
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better than the references of record. \Whether one reference
Is “better” than another is based on many subjective

consi derations which only becone apparent when the prior art
Is considered as a whole. At any rate the decision that a
substanti al new question of patentability has been raised is
made by the Comm ssioner and not by the requester. The
Comm ssi oner woul d al ways have the authority to buttress a
requester’s findings wth his own findings in support of the
decision to grant the reexanmination. At any rate, the

exam ner in this proceeding has specifically stated that the
new references cited in this reexam nation request are better
than the Fergason reference cited in the patent [suppl enental
answer, page 3]. Although appellant disagrees with this
assertion of the exam ner, an appeal is not the proper
mechani sm for chal l engi ng an i nproper decision to order a
reexam nation. There is sufficient evidence to support the
granting of the reexam nation request here. Mbreover, any
defect in declaring the reexamnation will be cured if the

ul ti mate deci sion on reexam nation is consistent with the

statute. In re Hniker Co., 150 F.3d 1362, 1366-67, 47 USPQd

1523, 1527 (Fed. Cir. 1998). On the facts of this case, we

18
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hol d that the reexam nation request was properly granted by
t he exam ner based on the new evidence brought forward by the
requester. Therefore, all of appellant’s argunents with
respect to the propriety of granting the reexam nation request
are now considered to be irrelevant to this proceeding.

Even though we hold that the reexam nation request was
properly granted here, appellant is correct to argue that
I ssues which were clearly resolved or apparently resol ved
during the original prosecution should not be asserted or
reasserted as part of the reexam nation proceeding. Portola

and Recreative Technol ogies certainly support the proposition

that a patentee should not have to argue issues which were
clearly part of the original prosecution or that were
apparently part of the original prosecution. W wll| consider
this aspect of the issue with respect to each of the
rejections considered bel ow.

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the exam ner as support for the
prior art rejections. W have, |ikew se, reviewed and taken

19
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into consideration, in reaching our decision, the appellant’s
argunments set forth in the briefs, the declarations filed by
appel l ant, along with the examner’s rationale in support of
the rejections and argunents in rebuttal set forth in the
exam ner’s answers. As a result of this careful review of the
record, we decide the various rejections as set forth bel ow
Appel I ant has nom nally indicated that the clains do
not stand or fall together, but he has not specifically argued
the limtations of each of the clainms. For the nost part,
appel lant’s argunents are directed to the clains as groups
correlated to the various rejections |listed above. To the
extent that appellant has properly argued the reasons for
i ndependent patentability of specific clains, we will consider
such clainms individually for patentability. To the extent
t hat appell ant has nade no separate argunents with respect to
some of the clainms, such clainms will stand or fall as a group.

Note In re King,

801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cr. 1986); In re

Ser naker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
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REJECTI ON 1

Rej ection 1 corresponds exactly to a new ground of
rejection entered by the Board in a previous appeal involving
this reexam nati on proceedi ng [ Appeal 92-0829, deci ded August
26, 1993]. The new ground of rejection was based on a | ack of
enabl enment under the first paragraph of 35 U S.C. 8§ 112 for
claims 5, 9-14, 32-36, 42-49, 56, 59, 60, 69-72, 76-80, 84, 87
and 88. The Board based its decision on the inadequacy of the
di scl osure of the patent under reexam nation to support clains
drawn to tel evision and noving picture limtations [previous
deci si on, pages 22-24]. The Board noted that since the
earlier Hyatt patent 3,986,022 (Hyatt ’022) did not support
these clains of the reexam nation proceedi ng, the burden was
on appellant to establish that the skill of the artisan had
i ncreased sufficiently between the filing date of Hyatt ' 022
and the filing date of the patent under reexam nation here to
provi de enabl enent to a previously non-enabling disclosure.

Appel | ant asserts that the rejection is based upon a
m sconception of the disclosed pulse width nodul ation
techni que. Appellant also argues that the clains do not
recite the alleged deficient subject matter and that the
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i ncorporated Lechner article would have provided an enabli ng
di scl osure for the clained invention [brief, pages 52-53].
Appel I ant al so argues that this issue has been inproperly

asserted as part of a reexam nation proceeding [reply briefs].

W will not sustain this rejection. In our view, the
Board in its previous decision should not have concl uded that
the specification of the patent under reexam nation is
deficient just because the specification of Hyatt 022 was
deenmed to be deficient. The two disclosures are not the sane
and the state of the art had changed between the filing of the
two di sclosures. The adequacy of the disclosure of Hyatt ' 022
should only be relevant to the issue of whether appellant is
entitled to the filing date of Hyatt ’022 for purposes of
elimnating certain prior art references. A rejection of the
cl aims as | acki ng enabl ement nust be based on the disclosure
of this patent undergoi ng reexam nati on and not on sone ot her
patent’s disclosure. The burden is also on the examner to
support the rejection, as it is with any rejection of the
clains. In the examner’s rejection this burden has
i nproperly been shifted to appellant.
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We are also of the viewthat the original clains in
the patent were clearly directed to tel evision and noving
pi cture systens. The adequacy of the disclosure to support
these limtations, therefore, nust have been considered during
the original exam nation as part of the determ nation to issue
a patent on those clains. Although this rejection was entered
by the Board as a new ground of rejection, we agree with
appel l ant that the assertion of this rejection now violates
the spirit of the reexam nation statute as discussed in

Portol a and Recreative Technologies. W also note that even

t hough this rejection includes clainms which were not present
in the original patent, the added clains recite no limtations
with respect to television and noving pictures which raise a
new question regarding the sufficiency of the disclosure with
respect to these features.
REJECTI ON 2

Rej ection 2 also corresponds exactly to a new ground
of rejection entered by the Board in the previous appea
i nvol ving this reexam nation proceedi ng [ Appeal 92-0829,
deci ded August 26, 1993]. The new ground of rejection was
made under the first paragraph of 35 U S.C. 8 112 based on the
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position that clains

1-4, 6-8, 15-31, 37-41, 50-55, 57, 58, 61-68, 73-75, 81-83,

85, 86, 89 and 90 were broader than the disclosure.
Specifically, the Board determ ned that these clains included
tel evision and noving picture enbodiments within their scope
whi ch enbodi nents were not enabl ed by the disclosure [previous
deci si on, pages 22-24]. The reasoni ng was anal ogous to a
rejection on undue breadth usually found only in chem ca

cases.

Appel | ant nmakes several argunents related to the
merits of this rejection. Appellant also argues that this
i ssue has been inproperly asserted as part of a reexam nation
proceeding [reply briefs].

W will not sustain this rejection. Once again, the
original clains in the patent included television and novi ng
picture systens within their scope. The adequacy of the
di scl osure to support the clains, therefore, nust have been
consi dered during the original exam nation as part of the
determination to i ssue a patent on those clains. Although
this rejection was entered by the Board as a new ground of
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rejection, we agree with appellant that the assertion of this
rejection now violates the spirit of the reexam nation statute

as discussed in Portola and Recreative Technol ogi es.

We al so note that even though this rejection includes
cl aims which were not present in the original patent, the
i ssue of undue breadth with respect to the added clai ns raises
no new question regarding the sufficiency of the disclosure
with respect to these clains. W also consider the issue of
undue breadth to be inproperly raised in the previous Board
deci sion. Appellant is not required to provide enabling
di scl osures for enbodi nents which are narrower than what is
set forth in the clains.

REJECTI ON 3

Rej ection 3 al so corresponds exactly to a new ground
of rejection entered by the Board in the previous appea
i nvol ving this reexam nation proceedi ng [ Appeal 92-0829,
deci ded August 26, 1993]. The new ground of rejection was
made under 35 U. S. C. 8 305 based on the position that
clainms 2-90 were broader than original patent clains [previous
deci si on, pages 25-27]. The Board objected to appellant’s

failure to properly show the difference between origina
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cl ai ms and anended cl ai ns by underlining and bracketing as
required by the rules of practice. It is noted that appell ant
conpared anended clains to different clainms of the origina
patent but not to the correspondi ng nunbered cl ains of the

pat ent .

Appel | ant argues that the prohibition against the
broadening of clains in a reexam nation proceeding refers only
to clainms which are broader than any claimof the patent and
not to corresponding clainms in the reexam nation proceedi ng
[brief, pages 59-61]. W note that appellant has now filed a
set of clainms [Appendix | attached to paper filed June 2,

1995] which conpares each claimof the reexam nation
proceeding to its corresponding claimof the original patent.
W will not sustain this rejection.

In the previous decision the Board determ ned that the
requirenments of 35 U.S.C. 8 305 apply on a claimby claim
basis [pages 36-37]. That is, anmended claim®“n” of the
reexam nati on cannot be broader than claim“n” as originally
patented. We do not agree with this previous determ nation by
the Board. The claimby claimconparison of breadth asserted
by the exam ner and the Board in the previous decision has the
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uni nt ended effect of prohibiting the broadening of a dependent
clai mof the patent even though such an anended cl ai m cannot
be broader than the original claimfromwhich it depended. W
cannot accept that the reexam nation statute was intended to
prohi bit such amendnments of dependent cl ai ns.

As not ed above, appellant has now filed a set of
cl ai ms which properly conpares the anended clains to the
original claims. Sone of these clains have not been anended
at all [e.g., clains 9, 16 and 20] or have clearly only been
narrowed [e.g., clains 5-8 and 38]. Thus, the bl anket
rejection of clainms 2-90 under 35 U. S.C. §8 305 has not been
properly established by the examner. It is the duty of the
exam ner to explain precisely how the clains of the
reexam nation are broader than the clains of the origina

patent. W have not been provi ded that

expl anation so we do not sustain the rejection of clainms 2-90
under 35 U.S. C. § 305.
REJECTI ON 4
Rej ection 4 al so corresponds exactly to a new ground
of rejection entered by the Board in the previous appea
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i nvolving this reexam nation proceedi ng [ Appeal 92-0829,

deci ded August 26, 1993]. The new ground of rejection was
made under the first paragraph of 35 U . S.C. § 112 based on the
position that there was an inadequate witten description of
claims 2-90. Specifically, the Board determ ned that the
various itens incorporated into the specification of the
patent failed to establish that appellant was in possession of
the invention as of the filing date of the application

[ previ ous deci sion, pages 27-34].

Appel | ant makes several argunents related to the
nerits of this rejection. Appellant also argues that this
i ssue has been inproperly asserted as part of a reexam nation
proceeding [reply briefs].

W will not sustain this rejection with respect to
those clains in this reexam nation proceedi ng whi ch have not
been anmended or have been anended only slightly. Once again,
these original clains in the patent included the sane
limtations which have been chall enged here. The adequacy of
the di sclosure to support these clains, therefore, nust have
been consi dered during the original exam nation as part of the
determination to i ssue a patent on those clains. Although
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this rejection was entered by the Board as a new ground of
rejection, we agree with appellant that the assertion of this
rejection now violates the spirit of the reexam nation statute

as discussed in Portola and Recreative Technol oqi es. For

pur poses of this rejection, the clainms which have not been
anended or have had only m nor anendnents are clainms 1-4, 9-
14, 16, 17, 20, 22-26, 29-31, 33-38, 42, 44-47, 50, 51, 53-56,
59, 60, 62, 63, 65, 66, 70-75, 77-79, 81-83 and 86-90.

We reach a different conclusion, however, w th respect
to those clains which have been significantly anended or added
in this reexam nation proceeding with limtations not
previously claimed. This position primarily affects those
claims which recite dynam c scattering and/ or two-di nmensiona
coi ncidental selection of display cells. The clains
significantly anmended or having these recitations include
claims 5-8, 15, 18, 19, 21, 27, 28, 32, 39-41, 43, 48, 49, 52,
57, 58, 61, 64, 67-69, 76, 80, 84 and 85.

Appel | ant cannot seek the protection of Portola and

Recreati ve Technol ogi es when he has anended the clains to the

poi nt where the disclosure necessary to support such anended
or new clains was not considered during the course of the
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ori ginal prosecution of the patent. The basis for this
rejection is that the original disclosure of this patent does
not provi de an adequate witten description of the invention
when one has to rely on all the materials incorporated by
reference into the disclosure.

The patent upon which this request for reexanm nation
was filed included a reference to several applications,
patents and published books and articles. Colums 1-3 of the
reexam ned patent indicate 39 related applications and patents
whi ch are incorporated by reference in their entirety into the
patent. The patent also refers to the prior art cited in
several parent applications to the patent and al so
i ncorporates these prior art references in their entirety into
the patent. O her prior art docunents are referred to in the
pat ent as background material which are not specifically
i ncorporated by reference. Appellant argues that anmendnents
made to the clains after the previous Board decision are
supported by the Lechner article, which is one of the many
docunent s incorporated by reference into the patent
di scl osure.

The incorporation by reference of the nany
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appl i cations, patents and publications noted above inpacts on
the question of whether the specification satisfies the
witten description requirenment of 35 U S.C. § 112. It should
al ways be kept in mnd that the witten description
requirenent is a separate and distinct requirenment under 35
US C 8§ 112, first paragraph. It is clearly separate from

t he enabl enent requirenment. The purpose of the witten
description requirenent is to ensure that the applicant
conveys with reasonable clarity to those skilled in the art
that he was in possession of the invention as of the effective
filing date of the application. For the purposes of the
witten description requirenent, the invention is "whatever is

now clained." Vas-Cath, Inc. v. Mhurkar, 935 F.2d 1555,

19 USP@d 1111 (Fed. Gr. 1991). Appellant is relying on
i nformati on available in the incorporated naterials as
evi dence that he was in possession of the invention now
claimed as of the relied on filing date.

If all the material incorporated by reference in the
reexam ned patent were actually bodily witten out in the
patent, the patent would be thousands of colums |ong and

filled with material which ranges fromfairly irrelevant to
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the invention clainmed here to closely related to the invention
cl ained here. The pervasive incorporation by reference used
by appellant has the effect of attenpting to place the entire
body of prior art into the specification to support whatever

cl ai rs appell ant may choose to prosecute at any tinme. The
fact that individual features of the clained invention may be
referenced in the prior art is not evidence that the

conbi nation of elenents as now cl ai med was in appellant’s
possession as of the filing date of the application. To be
effective in show ng possession of the invention, an

i ncorporation by reference nust be specific as to what portion
of an external text is being incorporated and for what

pur pose.

The issue as presented here is one of obligation on
the part of an applicant to clearly denonstrate that he was in
possessi on of the invention now clained. For exanple, if an
application was filed that incorporated by reference al
patents that had issued in a given art area, such
i ncorporation woul d not be evidence that every potentia
conmbi nation of these known teachings was already within the
possessi on of the applicant. A standard of reasonabl eness
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nmust be applied that forces an applicant to nake specific
references to that material which he will |ater use as support
for a later clainmed invention.

It is our view that the scattering of teachings across
mul tiple applications in a chain of continuing applications
and across multiple references and references to references,
under the facts of this case, constitutes a total failure to
denonstrate that appellant was in possession, at the tine of
filing, of what is now clainmed. The exam ner had good reason
to raise the question of whether the specification of the
patent including all the incorporations by reference properly
denonstrat ed possession by appellant of the invention as now
clai mved. The burden was properly shifted to appellant to
denonstrate that the disclosure supported the position that he
was i n possession of the inventions currently being clainmed.
We find that appellant has not successfully net this burden.
The reliance on Lechner and other incorporated naterials, as
not ed above, is not sufficient to establish that appellant was
i n possession of the invention now being cl ai ned.

REJECTI ON 5
This rejection was considered by the Board in its
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previ ous decision [pages 36-37]. In that decision the Board
sustained the rejection of claim2 under 35 U S.C. §8 305. As
not ed above, we do not agree with the Board s previous
interpretation of this section of the statute. Caim2 is not
broader than subject matter which was included within the
scope of the original patent. Therefore, we do not sustain
this rejection of claim2 for reasons indicated above.
REJECTI ON 6

This rejection, unlike the other rejections discussed
so far, has not been before the Board previously. This
rejection
is made under the first paragraph of 35 U S.C. § 112 based on
the examner’s position that the clained [imtation “having a
plurality of nmulti-col ored segnents interspersed together,
coupled to the illumnation source and coupled to the
el ectrical control circuit” as recited in clains 57 and 58 is
new matter. Appellant points to two passages froman earlier
Hyatt patent (3,986,022) which is designated as one of severa
parent applications to the patent being reexam ned and which
is incorporated by reference into the disclosure of the patent
bei ng reexam ned [brief, page 64]. The exam ner finds that
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t he passages referred to do not support the recitation of
mul ti-col ored segnents interspersed together [answer, page
44] .

Since clains 57 and 58 did not formpart of the
original patent, this particular issue was not before the
exam ner during the prosecution of the original patent, and

the hol dings of Portola and Recreative Technol ogi es are not

relevant to this issue. W agree with the exam ner that the
portions of Hyatt '022 referred to by appellant do not provide
cl ear support for the term nol ogy now being claimed in clains
57 and 58. Therefore, we sustain the exam ner’s rejection of
clainms 57 and 58 as containing new nmatter.
THE PRI OR ART REJECTI ONS

We now direct our attention to the rejections based on
the prior art. Before we consider the specific rejections,
however, we consi der general argunents nmade by appel |l ant that

the exam ner has failed to establish a prima facie case of

unpatentability. In support of these argunents appell ant

asserts that the exam ner has not nmade the factual inquiries

required by G ahamv. John Deere Co., 383 U S. 1, 148 USPQ 459
(1966), the examner is attenpting to conbine inconpatible
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references, the applied prior art |acks essential teachings,
the exam ner’s rejections do not properly inform appellant as
requi red by
35 U S.C 8§ 132, and appellant was not properly furnished al
of the applied prior art references [reply brief].

We have carefully considered the record in this
proceedi ng, and we conclude that the exam ner has properly
made

a prima facie case of unpatentability for each of the prior

art rejections before us. Appellant’s argunents either relate
to procedural considerations which have no bearing on the

prinma facie case or anpbunt to nothing nore than a di sagreenent

Wi th

the result reached by the exam ner. For exanple, the failure
to receive a reference or a belief that a rejection does not
clearly state its basis are correctable by petition to the
Comm ssi oner. Appel | ant has not chal | enged during the course
of prosecution that the rejections failed to properly convey
the bases for the rejections.

An attack on the prina facie case is essentially a

request for a directed verdict that as a matter of |aw, a
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rejection is legally insufficient and requires no response
fromthe appellant. That is, appellant’s request basically
says that even if all the findings of the exam ner are

consi dered true and proven, such findings would be legally
insufficient to support the conclusion of unpatentability.
This is clearly not the situation before us. The prior art
rejections before us have been carefully constructed by the
Board in its previous decision and/or by the exam ner, and al
di fferences or alleged differences between the clai ned

i nvention and the teachings of the references have been
addressed, and the obvi ousness of these differences have been
expl ai ned or the lack of differences has been expl ai ned.
Appel I ant and the exam ner have extensively argued every
little detail of the clained invention and the teachings of
the references. Even if the exam ner had not originally nmade

a prima facie case of unpatentability, the record now clearly

i ncludes a discussion of all differences presently asserted by
appel lant. Appellant’s di sagreenent with the expl anati on of
obvi ousness does not support the position that there is no

prima facie case of unpatentability. At this point in the

prosecution, patentability of the clained invention is
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determ ned based on the relative persuasiveness of the
argunents nade by appel |l ant and the exam ner.

We next turn our attention to the question of whether
appellant is entitled to the filing date of Hyatt 022 for
pur poses of elimnating any references published after the
filing date of June 4, 1973. At the outset, we observe that
an applicant is not necessarily entitled to the filing date of
a previous application with respect to everything that is
clai med. Each clai mshould be separately considered to
determine if that particular claimis entitled to an earlier
filing date.

The Board in its previous decision determ ned that
appel l ant was not entitled to the filing date of Hyatt ’022
for any of the clains on appeal at that tinme. This result was
based upon the Board’s findings that there were seven cl ai ned
el ements not supported by Hyatt 022 and the fact that at
| east one of these seven elenents was present in each of the
clains. The exam ner has sinply followed this decision.

The record before us reflects that the examner in the
ori ginal prosecution of this patent undergoing reexam nation
was presented with the question of whether appellant was
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entitled to the filing date of Hyatt '022. The exam ner
deci ded this question in appellant’s favor and gave appel | ant
the benefit of the filing date of Hyatt '022. Even though the
claims now before us are not all identical to the clains
consi dered during the course of the original exam nation, we
think it was inproper for the Board to raise the very sane
questi on whi ch appell ant had successfully prosecuted before
the origi nal exam ner.

As we noted above, the decisions in Portola and

Recreative Technol ogies would seemto prohibit the raising of

i ssues whi ch had been successfully prosecuted during the
prosecution of the original patent. The reexam nation statute
was not intended to give the PTO an invitation to again raise
I ssues which had been successfully prosecuted by the applicant
in the grant of the original patent. The reexam nation
statute was designed primarily for a consideration of whether
prior art not of record during the original prosecution could
render the patented cl ai ns unpatentable. Even the proper
grant of a request for reexam nation, as is the case here,
does not allow the PTO

to again raise i ssues which had already been determ ned by the
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original examner. A patentee should not have to keep w nni ng
the sane issue over and over every tine a reexam nation of a
patent is granted.

In view of the above comments, we have determ ned that
appellant is entitled to the benefit of the filing date of
Hyatt ' 022 because that is what the original exam ner
determi ned. Even though the Board in its original decision
deci ded this question on the nerits adversely to appell ant,

t he subsequent decisions in Portola and Recreative

Technol ogies |l ead us to conclude that this particular question

was not properly raised here as part of a reexam nation
proceeding. This decision effectively elimnates any prior
art rejections based on Ernstoff, Jacobson, Scheffer and
Rober t son.

We now turn our attention to the question of whether
Taguchi is available as a prior art reference against the
clainms which recite a cooling neans. Taguchi has a
publ i cati on(Lai d-open) date of June 30, 1977. Appellant has
filed several declarations under 37 CFR 8 1.131 to attenpt to
establish conception of the invention including cooling or
heat transfer neans prior to the Taguchi date along with
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diligence to a constructive reduction to practice with the
filing of a patent application on Decenber 13, 1977. The
exam ner has held the several declarations insufficient to
warrant a date of invention before the Taguchi publication
date. In the previous decision in this reexam nation
proceedi ng, the Board al so consi dered appellant’s evi dence
under 37 CFR 8 1.131 to be insufficient to obtain a date
bef ore the Taguchi publication date. In a related
reexam nati on proceedi ng, the Board found sinmlar evidence
insufficient to overcone the Taguchi filing date [appeal 96-
1937, reexam nation of Patent 4,471, 385].

The evidence submtted by appellant can be grouped
into the followi ng categories: 1) evidence of conception; 2)
evi dence of discussions wth Mattel; and 3) evidence of
secretarial work related to this invention and other pendi ng
i nventions. W consider each of these categories in order.

The evi dence of conception is attenpted to be
denonstrated by Exhibits I-111 of the initial Declaration
filed under 37 CFR § 1.131. W find Exhibit I to be
I neffective to denonstrate a conception of anything since it
is conpletely unl abeled as to what the el enents are supposed
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to be. Appellant’s recollection as to what the el enents were
intended to be, as renenbered years |ater, cannot serve to
expl ain a drawi ng which m ght be anything. Appellant argues
that in the absence of contrary evidence, appellant’s
decl aration nust be accepted as true [brief, page 32]. W do
not agree. Appellant’s position would essentially elimnate
the requirenent that corroborative evidence be produced.
Under appellant’s position, a patentee could sinply preenpt
the conception issue by stating that conception took place as
of a certain date and filing evidence which is not supportive
of such conception. Conception and diligence are factua
I ssues which nust be supported by appropriate evidence.
Appel I ant cannot sinply declare that conception took place as
of a certain date or that appellant was diligent wthout
provi di ng accept abl e supporting evidence. Thus, exhibit |
does not support appellant’s contention that conception of the
i nvention involving the cooling nmeans took place as of the
date of that exhibit.

W find Exhibits Il and I'll, however, sufficient to
evi dence a conception of the invention prior to the effective
date of Taguchi. Although Exhibit Il is undated, appellant’s
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statenent as to when this exhibit was drafted based on a
specific tel ephone call as corroborated by appellant’s phone
records is sufficient to establish the date in an ex parte
proceedi ng. Since Exhibit Il appears to evidence the broad
invention of the clains and the date is considered

est abl i shed, the conception of

the invention appears to be at a date earlier than the
publicati on date of Taguchi.

The di scussions with Mattel are ineffective to
establish that diligence was occurring in reducing to practice
the invention of the appealed clains. Appellant’s
decl arations nmerely establish that between June 24, 1977 and
August 25, 1977 several discussions and comruni cations were
had with Mattel which led to a decision to actually begin a
reduction to practice on August 25, 1977. Before August 25,
1977, it appears that appellant’s discussions with Mattel were
for the sole purpose to see if it would be marketable or
profitable to build such a device. Wthhol ding work on
actually reducing a conceived invention to practice while
negotiating its conmercial possibilities is not evidence of
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diligence in reducing the invention to practice. It is not
clear fromthe evidence if appellant ever actually built a
devi ce incorporating the invention. There is no evidence of
such, and if so, there is no evidence that it was ever tested
for operability. |If appellant did build sonething on Novenber
1, 1977 for Mattel to consider, there is no evidence of its
operability or of what transpired between Novenber 1, 1977 and

the constructive reduction to

practice that took place on Decenber 13, 1977. These are
unexpl ai ned gaps in the evidence of diligence in reducing the
i nvention to practice.

The evidence of secretarial work is insufficient to
establish the required diligence. The fact that the typi st
typed pages “related to” what is the invention on appea
before us is not specific as to what that neans. What
appel | ant considers to be related to this invention cannot be
used to make a | egal determ nation of whether such activity
constitutes diligence as required by law. The secretary was
wor ki ng on several jobs for appellant at the sanme tine, and

only a couple of exanples indicate specific work “related” to
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what becane the application upon which this patent issued.
Appel I ant notes that he was prosecuting severa
applications at the sanme tine which related to the subject
matter of this appeal. Again, the declarations do not nmake it
clear that the prosecution of the other applications was an
essential part of the work needed to reduce this invention to
practice. Appellant sinply concludes that since he worked on
what he considered to be rel ated applications, such work nust
inure to his benefit for purposes of establishing diligence in
the reduction to practice of this invention. Appellant has
not poi nted out what prosecution of the related applications
was essential in developing the invention of this application.
The evidence submtted by appellant still shows major
gaps in which no evidence of diligence is presented.
Appel | ant al so nust denonstrate that diligence began before
the date of the Taguchi reference and continued non-stop up to
the constructive reduction to practice. General statenents
that over periods of several nonths sonme work was done on the
invention is too general to satisfy the requirenent that
evi dence be specific. There is no specific evidence that
anyt hi ng was done toward reducing the invention to practice
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bet ween conception and the critical date of June 30, 1977.
Even a two day gap for an affidavit under 37 CFR § 1.131
cannot be overcone if there is sinply no evidence. The
critical time is fromjust prior to the reference date. 1n re
Mul der, 716 F.2d 1542, 219 USPQ 189 (Fed. Gr. 1983). To
prove diligence, evidence nust be specific as to dates as well
as to facts and not be of a general nature. Nashef v.

Pol | ack,

4 USPQRd 1631, 1635 (Bd. Pat. App. & Int. 1987). A showing of
diligence requires an accounting of the entire critica

period. Giffith v. Kanamaru, 816 F.2d 624, 625-26, 2 USPQRd

1361, 1362 (Fed. Cir. 1987). Also, the fact that appell ant

had so many

irons in the fire cannot excuse the requirenent for diligence
in reducing an invention to practice

For all the reasons just discussed, we find the
appel l ant’ s declarations under 37 CFR 8§ 1.131 to be inadequate
to predate the Taguchi reference with respect to clains
reciting a cooling nmeans or heat transfer neans.

REJECTI ON 7
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This rejection was considered by the Board in its
previ ous decision [pages 37-41]. |In that decision the Board
sustained the rejection of clainms 5-7, 18, 20, 39-41, 84 and
85 under 35 U.S.C. 8§ 102 as being anticipated by Mrie.
Appel | ant has anended nost of these clains to recite that the
illumnation control device is a flat panel display having a
t wo- di nensi onal coincidentally selected array of pixel cells.
Most of appellant’s argunents in response to this rejection
were considered by the Board in the previous decision. W see
no reason to repeat the Board' s response to these argunents or
to reassert the specific findings and concl usions of the Board
in the previous decision. The only argunent not addressed
previously is appellant’s argunment that the illum nation
anplifiers of the clains are conpletely different in
construction and operating principle fromthat taught by Marie
[brief, page 70]. As pointed out by the exam ner, the Board
in the previous decision determ ned that Marie disclosed a
tel evision receiver and that such a receiver is essentially
flat as required by the claimlanguage [answer, page 53]. W
adopt this reasoning of the Board in its previous decision.
Therefore, we again sustain this rejection of clains 5-7, 18,
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20, 39-41, 84 and 85 for reasons indicated in the previous
deci sion as further discussed above.

REJECTI ON 8

Rej ection 8 has not been previously considered by the
Board. In this rejection clainms 5-7, 18, 20, 39-41, 84 and 85
have been rejected under 35 U S.C. 8 103 as unpatentabl e over
Marie taken with Lechner or Heilneier 112 in view of
Zworykin. These sane clains were rejected as antici pated by
Marie, and that rejection was sustained [Rejection 7]. Since
anticipation is the epitone of obviousness, we also sustain
these rejections of the clains under 35 U.S.C. §8 103. W also
note for the record that this rejection would be consi dered
proper regardless of the propriety of the rejection on Marie
al one. Appellant’s argunments that the prior art references
have differences and are, therefore, inconpatible and cannot
be conbi ned are not convincing. Appellant assunes that the
prior art teachings would have to be bodily incorporated into
each other which is not the appropriate standard for
obvi ousness. The artisan woul d have recogni zed that obvi ous
nodi ficati ons woul d have to be nade in conbining the teachings
of the references. W agree with the comments of the exam ner
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as set forth in the answer as to the insufficiency of
appel lant’s argunents to overcone this rejection [pages 55-
57] .

We al so note that these rejections were nmade by the
exam ner in case it was determined that the flat pane
| anguage of the clains was not net by Marie s tel evision
receiver. W agree with the examner’s position on this
rejection and with the exam ner’s response to appellant’s
argunments with respect to this rejection [id.].

REJECTI ON 9

This rejection was considered by the Board in its
previ ous decision [pages 41-43]. |In that decision the Board
sustained the rejection of clainms 5, 7, 8, 19, 32, 39-41, 43,
48, 49 and 52 under 35 U.S.C. § 102 as being anticipated by
Jacobson. Appellant has anended these clains to recite that
the el ectro-optical device has a two-di nensi ona
coincidentally selected array of pixel cells. Appellant
argues that Jacobson is not available as prior art (except for
cl aim 19) because appellant is entitled to the 1973 effective
filing date of Hyatt '022. Mst of appellant’s other
arguments in response to this rejection were consi dered by the
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Board in the previous decision. Appellant makes no argunents
with respect to the specific added limtations to these clains
not ed above.

Even though we agree with appellant that he is
entitled to the filing date of Hyatt 022 for claim
limtations considered by the original exam ner, we note that
each of these clains recites new limtations never considered
by the original examner. For reasons noted above in our
consi deration of rejection 4, appellant is not entitled to the
filing date of Hyatt '022 for these particular claim
limtations. As pointed out by the exam ner, the Board in the
previ ous deci sion determ ned that Jacobson, |ike Marie,

di scl osed a television receiver that is a two-di nensiona
coincidentally selected array as required by the claim

| anguage [ answer, pages 57-59]. W adopt the reasoning of the
Board in its previous decision. The exam ner has al so
properly responded to every point raised by appellant in the
brief. Therefore, we again sustain this rejection of clains
5,7, 8, 19, 32, 39-41, 43, 48, 49 and 52 for reasons indicated
in the previous decision and in the exam ner’s answer as
further discussed above.
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REJECTI ON 10

Rej ection 10 has not been previously considered by the
Board. In this rejection clains 5, 7, 8, 10, 19, 32, 39-41,
43, 48, 49 and 52 have been rejected under 35 U . S.C. 8§ 103 as
unpat ent abl e over Jacobson taken with Lechner or Heil neier
"112. These sanme clains, except for claim110, were rejected
as anticipated by Jacobson, and that rejection was sustained
[Rejection 9]. Since anticipation is the epitone of
obvi ousness, we al so sustain these rejections of the clains
under 35 U. S.C § 103.

We al so note that these rejections were nmade by the
examner in case it was determ ned that the two-di nensiona
| anguage of the clains was not net by Jacobson’s el ectro-
optical system W agree with the exam ner’s position on this
rejection and with the exam ner’s response to appellant’s
argunments with respect to this rejection [answer, pages 60-
62] .

Wth respect to claim10, we find that this claimhas
had only m nor anmendnents fromthe claimconsidered by the
original examner. Therefore, we believe that this claimis
entitled to the benefit of the filing date of Hyatt '022 as
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determi ned by the original exam ner. Accordingly, Jacobson is

not a valid

ref erence against claim10. The rejection, therefore, is
sustained for all the clainms except for claim10.
REJECTI ON 11

This rejection was considered by the Board in its
previ ous decision [pages 43-44]. In that decision the Board
sustained the rejection of clains 5, 7, 39, 40, 42 and 52
under 35 U. S.C. 8§ 102 as being anticipated by the Angus
Robertson article. Appellant has anended these clains, except
for claim42, to recite that the electro-optical device has a
t wo- di nensi onal coincidentally selected array of pixel cells.
Appel | ant argues that Robertson is not available as prior art
because appellant is entitled to the 1973 effective filing
date of Hyatt ’022. Appellant argues that the Robertson
di spl ay provides only one-di nensi onal sel ection, not two-
di mensi onal selection as clained. Most of appellant’s other
arguments in response to this rejection were considered by the
Board in the previous decision. As discussed above in our
consi deration of rejections 4 and 10, appellant is not
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entitled to the filing date of Hyatt '022 for clains reciting
t he two-di nensional selection limtations. The exam ner has
correctly addressed each of the argunents nade by appellant in
response to this rejection [answer, pages 62-64]. W adopt
the reasoning of the Board in its previous decision and the
exam ner in the answer. Therefore, we again sustain this
rejection of claims 5, 7, 39, 40 and 52 for reasons indicated
in the previous decision and the answer as di scussed above.
Since claim42 has not been significantly anended, we do not
sustain the rejection of claim42 because claim42 is entitled
to the filing date of Hyatt ’022 which elim nates Robertson as
a valid reference.
REJECTI ON 12

This rejection was considered by the Board in its
previ ous decision [ pages 44-45]. In that decision the Board
sustai ned the rejection of clainms 10, 32, 43, 48 and 49 under
35 U.S.C. §8 102 as being anticipated by Jacobson. Wth the
exception of the inclusion of claim10, this rejection
duplicates rejection 9. Therefore, we again sustain the
rejection of clainms 32, 43, 48 and 49 for the reasons given
previously. Since claim110 has had only m nor anendnents,
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however, we do not sustain the rejection of claim 10 because
Jacobson is not a valid reference against claim10 for reasons
di scussed above.
REJECTI ON 13

This rejection was considered by the Board in its
previ ous decision [pages 45-47]. In that decision the Board
sustained the rejection of clains 56, 57, 74 and 75 under
35 U.S.C. 8 103 as being unpatentabl e over Robertson in view
of Marie, Scheffer, Jacobson and Ernstoff ’'968. Appell ant
argues that none of Jacobson, Scheffer, Robertson or Ernstoff
is avail able as prior art because appellant is entitled to the
1973 effective filing date of Hyatt '022. Al of appellant’s
ot her argunents in response to this rejection were consi dered
by the Board in the previous decision. W are of the view
that clainms 56, 74 and 75 are not significantly different from
claims considered by the original exam ner. Therefore, we
agree with appellant that Jacobson, Scheffer, Robertson and
Ernstoff are not valid prior art references with respect to
these clainms. Accordingly, we do not sustain this rejection
of clainms 56, 74 and 75 for reasons as discussed above. Caim
57 has been anended, however, to recite a dynam c scattering
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of source illum nation. There is no support in Hyatt '022 for
this limtation. Therefore, appellant is not entitled to the
filing date of Hyatt '022 with respect to claimb57.
Accordingly, this rejection of claim57 is sustained.
REJECTI ON 14

This rejection has not been previously considered by
the Board. In this rejection clainms 56, 57, 74 and 75 have
been rejected under 35 U.S.C. § 103 as unpatentabl e over any
of Robertson, Marie, Scheffer and/or Jacobson in view of
Ernstoff *968. These are the sane clains and references we
considered in rejection 13. Appellant argues that the manner
in which the references are conbi ned woul d not have been
obvi ous to one having ordinary skill in the art [brief, page
84]. Oher than this broad assertion, appellant has not
specifically identified the error in conbining these
references as used by the Board in rejection 13 or as
expl ai ned by the exam ner in the rejection. Nevertheless,
appellant is entitled to the filing date of Hyatt 022 for
claims 56, 74 and 75 which elimnates four of these references
as di scussed above. Therefore, we do not sustain this
rejection of clains 56, 74 and 75. W do sustain this
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rejection of claimb57 for reasons discussed by the exam ner in
t he answer.
REJECTI ON 15

This rejection was considered by the Board in its
previ ous decision [page 47]. |In that decision the Board
sustai ned the rejection of claimb58 under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Jacobson in view of Marie, Scheffer
and Ernstoff ' 968. Appellant argues that none of Jacobson,
Scheffer, or Ernstoff is available as prior art because
appellant is entitled to the 1973 effective filing date of
Hyatt ' 022. This claimrecites dynam c scattering and i s not
entitled to the Hyatt 022 filing date as just discussed with
respect to claim57. Appellant also argues the propriety of
conbi ni ng the teachings of Jacobson with the secondary
references. The exam ner has properly addressed this argunent
made by appellant in response to this rejection [answer, pages
70-71]. W adopt the reasoning of the exam ner in the answer.
Therefore, we sustain this rejection of claim58.

REJECTI ON 16
This rejection was considered by the Board in its

previ ous decision [pages 47-50]. In that decision the Board
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sustai ned the rejection of claim86 under 35 U.S.C. § 103 as
bei ng unpatentable over Roth in view of Heilneier '112. daim
86 has only m nor anmendnents fromthe claimpreviously
consi dered by the Board. Appellant argues that Roth is
unavail abl e as prior art because appellant is entitled to the
1973 effective filing date of Hyatt '022. Appellant also
argues the propriety of conbining the teachings of Roth and
Hei |l neier 112 as proposed by the Board in the previous
deci si on.

Wth respect to the first point argued by appellant,
Hyatt 022 has a filing date of June 4, 1973. Roth has a
filing date of June 26, 1972 for purposes of qualifying as
prior art under 35 U.S. C. §8 102(e). Therefore, Roth is
avail abl e as prior art against the clainms on appeal. Wth
respect to the second point argued by appellant, the exam ner
has properly addressed this argunent in the response to this
rejection [answer, pages 72-74]. W adopt the reasoning of
the examner in the answer. Therefore, we sustain this
rejection of claim 86.

REJECTI ON 17
This rejection was considered by the Board in its
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previ ous decision [pages 50-51]. In that decision the Board
sustained the rejection of claim38 under 35 U S. C. § 112,
first paragraph, as |lacking enablenment. C aim 38 has been
amended fromthe original patent. The rejection is based on

| ack of support for this amended nmaterial. Appellant argues
that the incorporation by reference of Warner and Lechner
satisfies the disclosure requirenents of 35 U S.C. § 112. W
have consi dered the reliance on Lechner and other materia
proposed to be incorporated by reference above for purposes of
satisfying the requirenments of 35 U S.C. § 112. Therefore,
for reasons di scussed above, we sustain the rejection of claim

38 as not being supported by the disclosure of the patent as

filed.
REJECTI ON 18
This rejection was considered by the Board in its
previ ous decision [pages 52-54]. In that decision the Board

sustained the rejection of clains 9, 11-15, 17, 22, 24, 28, 33
44, 59 and 87 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Roth in view of Heilneier '112 and Lechner. Appellant argues
that there is no basis to substitute the Heilneier *112
reflective nodulator for the Roth transm ssive nodul ator as
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proposed by the Board in the previous decision. Appellant
al so points to the nultiple light sources of sone of these
clainms [brief, pages 89-91]. Appellant has presented no
addi ti onal evidence or argunents to conpel us to reverse the
factual findings nade by the Board in the previous decision.
The exam ner has al so properly addressed these and ot her
argunments made by appellant in response to this rejection
[answer, pages 75-78]. W adopt the reasoning of the Board in
the previous decision as well as the exam ner in the answer.
Therefore, we sustain this rejection of clains 9, 11-15, 17,
22, 24, 28, 33, 44, 59 and 87.
REJECTI ON 19

This rejection was considered by the Board in its
previ ous decision [pages 54-56]. In that decision the Board
sustained the rejection of clains 1, 3, 16, 19, 23, 25, 26,
29-31, 34-37, 45-47, 50, 51, 54, 67, 72, 77, 79 and 82 under
35 U.S.C. § 103 as being unpatentable over Roth in view of
Hei | neier ' 112, Lechner, Taguchi and Fergason. Appell ant
argues that the rejection inproperly conbines disparate
teachings fromthe prior art. Appellant also repeats severa
argunents whi ch have been di scussed above [brief, pages 91-
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94]. Appellant has presented no additional evidence or
argunments to conpel us to reverse the factual findings nmade by
the Board in the previous decision. The exam ner has properly
addressed these argunents made by appellant in response to
this rejection [answer, pages 78-82]. W adopt the reasoning
of the Board in the previous decision as well as the exam ner
in the answer. Therefore, we sustain this rejection of clains
1, 3, 16, 19, 23, 25, 26, 29-31, 34-37, 45-47, 50, 51, 54, 67,
72, 77, 79 and 82.

REJECTI ON 20
This rejection was considered by the Board in its

previ ous deci sion [pages 56-58]. In that decision the Board
sustai ned the rejection of clainms 4, 55 and 83 under 35 U.S. C

8 103 as bei ng unpatentable over Hanlon in view of Heil neier
"112, Taguchi, Fergason and Lechner. These clains have had
only mnor anmendnents fromthe clains previously considered by
the Board. Appellant argues that these clains recite a
limtation which was consi dered patentable by the Board of
Patent Appeals and Interferences in a related application. W
agree with the exam ner’s response that the clainms of each

appl i cation nust be considered on their own nerits. The
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findi ngs of one panel of the Board in one application are not
necessarily binding on the findings of a different panel of
the Board in a different application. Appellant has basically
presented no argunments in response to this rejection nmade by
the Board in its previous decision other than to sinply assert
that the Board' s rejection is incorrect or to restate
argunment s whi ch have been previously considered by the Board
and the exam ner. The exam ner again has properly addressed
each of the argunents nmade by appellant in response to this
rejection [answer, pages 82-86]. W adopt the reasoni ng of
the Board in the previous decision as well as the exam ner in
the answer. Therefore, we sustain this rejection of clains 4,
55 and 83.
REJECTI ON 21

This rejection was considered by the Board in its
previ ous decision [pages 58-59]. In that decision the Board
sustained the rejection of clains 21, 27 and 28 under 35
U S C 8§ 103 as being unpatentable over Roth. Appellant has
anended these clains to recite that the el ectro-optical device
has a flat panel two-dinensional coincidentally selected array
of pixel cells. This feature is considered obvious over Roth
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for the sane reasons di scussed above with respect to other
references teaching a television receiver as the electro-
optical device. Al of the remaining argunents with respect
to this rejection sinply repeat argunents previously

consi dered or sinply assert that the Board' s rejection is
incorrect. The exam ner again has properly addressed each of
the argunents nmade by appellant in response to this rejection
[answer, pages 87-88]. W adopt the reasoning of the Board in
the previous decision as well as the exam ner in the answer.

Therefore, we sustain this rejection of clains 21, 27 and 28.

REJECTI ON 22

This rejection was considered by the Board in its
previ ous decision [pages 59-60]. |In that decision the Board
sustained the rejection of clains 52, 61, 68, 76 and 80 under
35 U.S.C. 8 103 as being unpatentable over Hanlon in view of
Fi scher and Lechner. Appellant has anended these clains to
recite that the illum nation anplifier generates dynami cally
scattered light. W agree with the exam ner that Fischer
teaches the broad recitation of dynam cally scattering |ight
in response to source illumnation. Al of the remaining
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argunments with respect to this rejection sinply repeat
argunents previously considered or sinply assert that the
Board’ s rejection is incorrect. The exam ner again has
properly addressed each of

the argunents nmade by appellant in response to this rejection
[answer, pages 88-90]. W adopt the reasoning of the Board in
the previous decision as well as the exam ner in the answer.

Therefore, we sustain this rejection of clains 52, 61, 68, 76

and 80.
REJECTI ON 23
This rejection was considered by the Board in its
previ ous decision [pages 60-61]. In that decision the Board

sustained the rejection of clains 60, 65 and 69 under 35
US.C. 8 103 as being unpatentable over Hanlon in view of

Fi scher and Lechner. Al of appellant’s argunments with
respect to this rejection sinply repeat argunents previously
considered or sinply assert that the Board' s rejection is
incorrect. The exam ner again has properly addressed each of
the argunents nmade by appellant in response to this rejection
[ answer, pages 90-92]. W adopt the reasoning of the Board in
the previous decision as well as the exam ner in the answer.
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Therefore, we sustain this rejection of clainms 60, 65 and 69.

REJECTI ON 24

Rej ection 24 al so corresponds exactly to a new ground
of rejection entered by the Board in the previous appea
i nvolving this reexam nation proceedi ng [ Appeal 92-0829,
deci ded August 26, 1993]. The new ground of rejection was
made under 35 U. S. C 8§ 103 based on the position that
cl ai m 53 was unpat ent abl e over the teachings of Hanlon and
Fi scher in view of Lechner, Taguchi and Fergason [previous
deci sion, page 61]. Only m nor anmendnents have been nmade to
cl ai m 53 since the previous Board decision. Al of
appel lant’s argunents with respect to this rejection sinply
repeat argunents previously considered or sinply assert that
the Board s rejection is incorrect. The exam ner again has
properly addressed each of the argunents made by appellant in
response to this rejection [answer, pages 93-95]. W adopt
the reasoning of the Board in the previous decision as well as
the exam ner in the answer. Therefore, we sustain this
rejection of claimb53.

REJECTI ON 25
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This rejection was considered by the Board in its
previ ous decision [pages 61-62]. |In that decision the Board
sustained the rejection of clainms 64 and 67 under 35 U. S. C.

8 103 as bei ng unpatentable over Hanlon in view of Fischer
and Fergason. Appellant has anended these clains to recite
that the illum nation anplifier generates dynam cally
scattered light. W agree with the exam ner as noted earlier
that Fischer teaches the broad recitation of dynamcally
scattering light in response to source illumnation. Al of
the remaining argunents with respect to this rejection sinply
repeat argunents previously considered or sinply assert that
the Board s rejection is incorrect. The exam ner again has
properly addressed each of the argunents made by appellant in
response to this rejection [answer, pages 95-98]. W adopt
the reasoning of the Board in the previous decision as well as
the examner in the answer. Therefore, we sustain this
rejection of clainms 64 and 67.

REJECTI ON 26

This rejection was considered by the Board in its
previ ous decision [page 62]. |In that decision the Board
sustained the rejection of clains 62, 66, 71-73 and 77-79
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under 35 U. S.C. 8 103 as bei ng unpatent abl e over Hanl on,

Fi scher, Lechner and Fergason. Only m nor anendnents have
been made to these clains since the previous Board deci sion.
Al'l of appellant’s argunents with respect to this rejection
sinply repeat argunents previously considered or sinply assert
that the Board' s rejection is incorrect. Therefore, we
sustain this rejection of clains 62, 66, 71-73 and 77-79 for

the sanme reasons that we have di scussed above.

REJECTI ON 27

This rejection was considered by the Board in its
previ ous deci sion [pages 63-64]. In that decision the Board
sustained the rejection of clainms 74, 75, 81, 84, 85 and 88-90
under 35 U.S.C. 8§ 103 as being unpatentable over Marie in view
of Lechner and Fergason. All of appellant’s argunents with
respect to this rejection sinply repeat argunents previously
consi dered or sinply assert that the Board' s rejection is
incorrect. The exam ner again has properly addressed each of
the argunents nmade by appellant in response to this rejection
[answer, pages 99-102]. W adopt the reasoning of the Board
in the previous decision as well as the exami ner in the
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answer. Therefore, we sustain this rejection of clains 74,
75, 81, 84, 85 and 88-90.
REJECTI ON 28

This rejection was considered by the Board in its
previ ous deci sion [pages 65-66]. In that decision the Board
sustained the rejection of claim2 under 35 U S.C. 8§ 103 as
bei ng unpat ent abl e over Lechner in view of de Quervain and
Fergason. Al of appellant’s argunments with respect to this
rejection sinply repeat argunments previously considered or
sinply assert that the Board’ s rejection is incorrect. The
exam ner agai n has properly addressed each of the argunents
made by appellant in response to this rejection [answer, pages
102-104]. We adopt the reasoning of the Board in the previous
decision as well as the examner in the answer. Therefore, we
sustain this rejection of claim?2.

THE DOUBLE PATENTI NG REJECTI ONS

Bef ore we consi der any of the doubl e patenting

rejections on the nerits, we nust address appellant’s argunent

that the decisions in Portola and Recreative Technol oqgi es

prohi bit these double patenting rejections. Appellant asserts

that since the two Hyatt patents formng the basis for al
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doubl e patenting rejections here were part of the record
during prosecution of the original patent, the exam ner nust
be presunmed to have nade a specific decision that these double
patenting rejections do not apply. Therefore, according to
appel | ant, these rejections cannot be asserted here for the
first tine.

The Portola and Recreative Technol ogi es deci si ons

woul d be nore relevant here if a double patenting rejection
had been nade and overcone during prosecution of the Hyatt
'396 patent. There is no evidence, however, in the file of
Hyatt 396 that the exam ner ever considered the propriety of
a double patenting rejection. It is clear in our view,
however, that a double patenting rejection of the clains of
Hyatt 396 coul d have been made on the clains of the Hyatt
'385 or Hyatt ' 732 patents during the original prosecution of
the application leading to Hyatt *396. Thus, the question on
this record is whether a double patenting rejection can be
mai nt ai ned here when it was not made during the origina
prosecuti on but could have been.

The i ssue of double patenting in this case differs in
a very material respect fromthe facts in Portola and
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Recreati ve Technol oqi es. In this case, the reexam nation

request was granted in order to consider additional prior art
cited by a third party requester, and this prior art was
applied in the rejections previously discussed under 35 U S. C
8§ 103. Therefore, the reexanm nation proceedi ng here was
properly undertaken whether or not the double patenting

rej ection had been made. The question is whether an issue

whi ch coul d have been raised in the original patent but was
not raised can be raised during a reexam nation proceedi ng

whi ch has been granted on other appropriate grounds.

As we noted above, this issue is affected by the
course of prosecution of the original patent. Qur review of
the record available to us leads us to infer that it is quite
i kely that the exam ner never considered a doubl e patenting
rejection. W also find it to be relevant that appell ant
i ncorporates so many copendi ng applications into the
di scl osure as noted above. When an application notes that it
is related to alnost forty other applications as is the case
here, it is easy to accept the fact that an exam ner is sinply
over whel med and does not review each of these rel ated
applications to ascertain questions of double patenting. W
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think that it is unrealistic to expect that the exam ner
during the original prosecution considered each of the rel ated
cases for doubl e patenting considerations.

Under these facts, we think it was appropriate for the
exam ner to raise the double patenting issue for the first
time during this reexam nation proceedi ng since the proceeding
was properly granted based on new prior art which was applied
In a separate rejection. |If the exam ner clearly overl ooked
an appropriate rejection in the parent prosecution, it would
make no sense to us to preclude the examner fromthis
rejection raising in a reexam nation proceedi ng which has
ot herwi se been properly initiated. Thus, on the particul ar
facts of this case, we hold that the exam ner is not precluded

by Portola and Recreative Technol ogies from nmaki ng a doubl e

patenting rejection for the first tinme in addition to a new

rejection on prior art. Also, note In re Lonardo, 119 F. 3d

960, 43 USP@2d 1262 (Fed. Cir. 1997) wherein the court

approved, after Portola and Recreative Technol ogies, the

propriety of applying obviousness-type doubl e patenting
rejections in a reexam nation proceedi ng.
Since we have decided that the doubl e patenting
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rejection may be considered as part of this reexam nation
proceedi ng, we nmust now consi der whether the test for two-way
obvi ousness nust be net or whether one-way obvi ousness is
sufficient. Appellant argues that the examner is required to
show t wo- way obvi ousness whereas the exam ner asserts that
only one-way obvi ousness i s necessary. W note that the
clainms in this reexam nation proceedi ng appear to be narrower
than clains 10 and 12-16 of Hyatt 385 or clains 18, 25, 28-30
and 32 of Hyatt ' 732.

The differences between the application of one-way
obvi ousness determ nati ons and two-way obvi ousness
determ nati ons have been clarified by the courts as recogni zed

by the exam ner and appellant. 1In In re Braat, 937 F.2d 589,

19 USPQ2d 1289 (Fed. Cir. 1991), the court held that a two-way
obvi ousness determ nation nust be satisfied in the situation
where an applicant is not at fault that narrower clains may
have i ssued before broader ones. On the record now before us,
however, the narrower clains were not the first to issue. The
broader clains issued first. Thus, the two-way obvi ousness

determ nation i s not
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technically rel evant here because the narrower clainms were not
the first to issue. Even if two-way obvi ousness were

consi dered necessary, the broader clains of Hyatt ' 385 and
Hyatt * 732 woul d be consi dered obvi ous over the narrower
clainms presently on appeal. It has been noted that “[a]
second application -- ‘containing a broader claim nore
generical in its character than the specific claimin the
prior patent’ -- typically cannot support an independent valid

patent,” In re Goodman, 11 F.3d 1046, 1053, 29 USP@d 2010,

2016 (Fed. Gr. 1993), citing Mller v. Eagle Mg. Co., 151

U S 186, 198 (1894). Thus, the court in Goodnman deci ded that
generically broader clains are generally obvious over their

nore narrow counterparts. See also In re Berg, 140 F.3d 1428,

46 USPQ2d 1226 (Fed. GCr. 1998) on two-way versus one-way
obvi ousness. Since the broader clains of Hyatt ' 385 and Hyatt
'732 are presuned to be obvious over the narrower clains on
appeal in this reexam nation, a determ nation of the
obvi ousness of these appeal ed clains over the clains of Hyatt
'385 and Hyatt 732 is sufficient.

Appel | ant argues that the double patenting rejections

here inproperly apply the rule of In re Schneller, 397 F. 2d
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350, 158 USPQ 210 (CCPA 1968). W do not agree. All of the
doubl e patenting rejections before us on appeal, except for
the |l ast one, are clearly designated as being based on the
judicially created doctrine of obviousness-type double
patenting. To further clarify this issue, we state for the
record that we consider each of the double patenting
rejections before us with respect to the | aws governing

obvi ousness-type doubl e patenting rejections only.

Appel I ant al so argues that the doubl e patenting
rejections are precluded by previously nade restriction
requi renents. Because appellant has identified so many
rel ated applications and prosecuted simlar clains in these
applications, it is inpossible for us to determne if the
requi renments of any previous restriction requirenments have
been mai ntained. It appears that distinctions between
restricted inventions di sappeared fromthe various
applications shortly after they were required. At any rate,
we have no evidence before us that the clains of this
reexam nati on proceeding are in conformance with a restriction
requi renment made in either Hyatt '385 or Hyatt ' 732.

Appel I ant al so argues that double patenting is
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prohi bited because these clains are independent and distinct
fromthe clains of Hyatt ' 385 and Hyatt '732. Since all the
doubl e patenting rejections before us are of the obvi ousness-
type, the questions of independence and distinctness are
irrelevant. The only relevant question is whether the clains
now rej ected woul d have been obvious to the artisan over a
claimof Hyatt 385 or Hyatt 732 in view of additional prior
art.

DOUBLE PATENTI NG REJECTI ONS BASED ON HYATT ' 385
REJECTI ON 29

This doubl e patenting rejection applies to appeal ed
claims 1 and 2 as conpared to clains 10 and 12-16 of Hyatt
385 in view of Lechner, de Quervain and Fergason. The
exam ner has fully explained this rejection, and it wll not
be repeated here [answer, Appendi x A, pages 26-31]. For
pur poses of this analysis, we consider claim116 of Hyatt ' 385
whi ch incorporates the subject matter of clains 13-15.

Appel | ant argues that the exam ner has inproperly
relied on the disclosure of Hyatt 385 to denonstrate
obvi ousness. For exanpl e, appellant argues that only the

di scl osure of Hyatt ' 385 provides the electrical contro
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circuit. W disagree with appellant for at |east two reasons.
First, claim14 of Hyatt '385 recites a “control neans for
generating an electrical control signal.” This suggests an
electrical control circuit by the very |anguage of the claim
Second, the elenments of the clains in Hyatt 385 are recited
in nmeans plus function form The only way to ascertain the
scope of these clains is to consider the disclosure as
required by the sixth paragraph of
35 U.S.C.§ 112. Thus, appellant cannot seek the advantages of
claimng in nmeans plus function formand then conplain that
the di scl osure has been used to neasure the scope of the
claim

Appel l ant’ s other argunents relate to all eged
inproprieties in conbining claim16 of Hyatt 385 with the
“different” systens of Lechner, de Quervain and Fergason.
Since the question of the conbinability of these references
was consi dered above and deci ded adversely to appellant [see
rejection 28, for exanple], we incorporate the rel evant
di scussi on above regardi ng the obvi ousness of conbi ning these
teachings. Therefore, we sustain this double patenting

rejection of clains 1 and 2.
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REJECTI ON 30

This doubl e patenting rejection applies to appeal ed
clainms 3, 9, 11-17, 19, 22-26, 28-40, 42, 44-52, 54, 56, 59,
84, 85 and 87-90 as conpared to clains 10 and 12-16 of Hyatt
'385 in view of Lechner, Roth and Heilneier. The exam ner has
fully explained this rejection, and it will not be repeated
here [answer, Appendi x A, pages 31-70]. For purposes of this
anal ysis, we again consider claim1l6 of Hyatt ’385 which
i ncorporates the subject matter of clains 13-15.

Appel | ant and the exam ner have extensively argued the
i ssues with respect to this rejection [brief, pages 116-136;
answer, pages 109-130]. Since all of appellant’s argunents
have either been considered above in our discussion of the
doubl e patenting rejection or in our discussion of the
references as applied in the previous prior art rejections, or
have been appropriately responded to by the exam ner in the
answer, we sustain this double patenting rejection of the
cl ai ns based on the reasoning of the exam ner and our previous
rel evant discussion.

REJECTI ON 31
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This doubl e patenting rejection applies to appeal ed
clainms 4, 55 and 83 as conpared to clainms 10 and 12-16 of
Hyatt * 385 in view of Lechner and Hanlon. The exam ner has
fully explained this rejection, and it will not be repeated
here [answer, Appendi x A, pages 70-74]. For purposes of this
anal ysis, we again consider claim1l6 of Hyatt 385 which
I ncorporates the subject matter of clains 13-15.

Once again, appellant and the exam ner have
extensively argued their differences with respect to the
rejection of these clainms. Although appellant basically

di sagrees with all the

factual findings of the examner, we find the examner’s
position to be consistent with the findings within the
previ ous Board decision, with the findings this panel has made
i n our previous discussions above, and with findings of the
exam ner which this panel has already found to be persuasive
above. Therefore, we sustain this double patenting rejection
of the clains based on the reasoning of the exam ner and our
previ ous rel evant di scussion.

REJECTI ON 32
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This doubl e patenting rejection applies to appeal ed

clainms 5-8, 18, 20, 41, 42, 74, 75, 84 and 85 as conpared to
clainms 10 and 12-16 of Hyatt 385 in view of Marie. The
exam ner has fully explained this rejection, and it will not
be repeated here [answer, Appendi x A pages 75-87]. For
pur poses of this analysis, we consider either claim 12 of
Hyatt * 385 which incorporates the subject matter of claim10
or again consider claim16 of Hyatt ’385 which incorporates
the subject matter of clains 13-15.

Appel | ant and the exam ner have extensively argued the
I ssues wWith respect to this rejection [brief, pages 139-147,
answer, pages 133-138]. Since all of appellant’s argunents
have either been considered above in our discussion of the
doubl e patenting rejection or in our discussion of the
references as applied in the previous prior art rejections, or
have been appropriately responded to by the exam ner in the
answer, we sustain this double patenting rejection of the
cl ai rs based on the reasoni ng of the exam ner and our previous
rel evant discussion.

REJECTI ON 33

Thi s doubl e patenting rejection applies to appeal ed
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claims 8 and 43 as conpared to clains 10 and 12-16 of Hyatt
"385 in view of Lechner and Jacobson or Marie. The exam ner
has fully explained this rejection, and it will not be
repeated here [answer, Appendi x A pages 88-92]. For purposes
of this analysis, we again consider claim16 of Hyatt ’385

whi ch incorporates the subject matter of clains 13-15.

Once again, appellant and the exam ner have
extensively argued their differences with respect to the
rejection of these clainms. Each of appellant’s argunents has
been considered at sone point in this decision above, and each
of these argunments has been deci ded adversely to appell ant.
Therefore, we sustain this double patenting rejection of the
cl ai rs based on the reasoni ng of the exam ner and our previous

rel evant di scussi on.

REJECTI ON 34
Thi s doubl e patenting rejection applies to appeal ed
claim 10 as conpared to clainms 10 and 12-16 of Hyatt '385 in
vi ew of Lechner. The exam ner has fully explained this

rejection, and it will not be repeated here [answer, Appendi x
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A, pages 92-95]. For purposes of this analysis, we consider
either claim12 of Hyatt ' 385 which incorporates the subject
matter of claim 10 or again consider claim116 of Hyatt ’385
whi ch incorporates the subject matter of clains 13-15.

Each of appellant’s argunents with respect to this
rejection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of claim10 based on the reasoni ng of the exam ner
and our previous rel evant discussion.

REJECTI ON 35

Thi s doubl e patenting rejection applies to appeal ed
clains 21, 27 and 28 as conpared to clains 10 and 12-16 of
Hyatt 385 in view of Roth. The exam ner has fully expl ai ned
this rejection, and it wll not be repeated here [answer,
Appendi x A, pages 95-98]. For purposes of this analysis, we

agai n consi der

claim 16 of Hyatt ’385 which incorporates the subject matter

of clains 13-15.
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Each of appellant’s argunents with respect to this
rej ection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of clainms 21, 27 and 28 based on the reasoni ng of
t he exam ner and our previous relevant discussion.

REJECTI ON 36
This doubl e patenting rejection applies to appeal ed

claims 9, 74, 75, 81, 82 and 88-90 as conpared to clains 10
and 12-16 of Hyatt 385 in view of Lechner and Marie. The
exam ner has fully explained this rejection, and it will not
be repeated here [answer, Appendi x A pages 99-102]. For
pur poses of this analysis, we consider claim112 of Hyatt ' 385
whi ch incorporates the subject matter of claim 10 or again
consi der claim 16 of Hyatt ’385 which incorporates the subject
matter of clains 13-15.

Each of appellant’s argunents with respect to this
rejection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely

to appellant. Therefore, we sustain this double patenting
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rejection

of the clains based on the reasoning of the exam ner and our
previ ous rel evant di scussion.
REJECTI ON 37

Thi s doubl e patenting rejection applies to appeal ed
clains 52, 57, 58, 64, 67, 68 and 76 as conpared to clains 10
and 12-16 of Hyatt 385 in view of Fischer. The exam ner has
fully explained this rejection, and it will not be repeated
here [answer, Appendi x A, pages 102-108]. For purposes of
this analysis, we consider claim112 of Hyatt ’'385 which
i ncorporates the subject matter of claim 10 or agai n consider
claim 16 of Hyatt ' 385 which incorporates the subject matter
of clainms 13-15.

Each of appellant’s argunents with respect to this
rej ection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of the clains based on the reasoning of the exam ner

and our previous rel evant discussion.
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REJECTI ON 38
This doubl e patenting rejection applies to appeal ed

clainms 53, 60-63, 65, 66, 69-73 and 77-80 as conpared to
clainms 10 and 12-16 of Hyatt '385 in view of Fischer and
Lechner. The exami ner has fully explained this rejection, and
it wll not be repeated here [answer, Appendi x A pages 108-
113]. For purposes of this analysis, we consider claim12 of
Hyatt ' 385 which incorporates the subject matter of claim10
or again consider claim16 of Hyatt ’385 which incorporates
the subject matter of clains 13-15.

Each of appellant’s argunents with respect to this
rejection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of the clains based on the reasoning of the exam ner
and our previous rel evant discussion.

REJECTI ON 39

Thi s doubl e patenting rejection applies to appeal ed

claim 86 as conpared to clains 10 and 12-16 of Hyatt '385 in

view of Roth and Heilneier. The exam ner has fully explained
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this rejection, and it will not be repeated here [answer,
Appendi x A, pages 114-118]. For purposes of this analysis, we
consi der claim 12 of Hyatt ’385 which incorporates the subject
matter of claim 10 or again consider claim116 of Hyatt '385
whi ch incorporates the subject matter of clains 13-15.

Each of appellant’s argunents with respect to this
rejection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of the clains based on the reasoning of the exam ner
and our previous rel evant discussion.

DOUBLE PATENTI NG REJECTI ONS BASED ON HYATT ' 732

Bef ore consi dering each of these rejections on the
nmerits, we note that the exam ner and appel | ant have
recogni zed that nost of the substantive issues have been
previously considered in the rejections discussed previously.
Because of this fact, the exam ner and appell ant have
i ncor porated many argunents previously nade and consi dered
with respect to the previous discussion. W also desire to
sinmplify this record where possible, and therefore, we also
i ncorporate any and all of our discussion above as it rel ates
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to each of these specific double patenting rejections before
us on appeal .
REJECTI ON 40

Thi s doubl e patenting rejection applies to appeal ed
clainms 1, 3, 5-11, 15, 18, 20, 41-43, 74, 75, 81, 82, 84, 85
and 88 as conpared to clainms 1-4, 10 and 16 and/or clains 18,
25,
28-30 and 32 of Hyatt 732 in view of Marie. Although severa
claims fromHyatt '732 are |isted by the exam ner and
appel | ant argues that the exam ner has inproperly conbined
clainms in supporting the double patenting rejections, we
recogni ze that only a single one of the listed clains can form
the basis for any one of these rejections. Sone of these
cl ai ms are dependent clains which incorporate the limtations
of the clainms fromwhich they depend. It is sufficient to
note that we consider the exam ner’s position and appellant’s
argunents with respect to a single selected claimfrom Hyatt
'732 for each rejected clai mon appeal before us. For
pur poses of this analysis, we primarily consider claim 16 of
Hyatt ’ 732 which incorporates the subject matter of claim1 or

consider claim30 of Hyatt ' 732 which incorporates the subject
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matter of clains 18, 28 and 29.

Most of appellant’s substantive argunents with respect
to this rejection have been considered at sone point in this
deci si on above, and we incorporate any rel evant discussion
from above. Appellant also argues that the coherent
i1lumnation source of claim3 requires claim32 of Hyatt ' 732
which is not one of the clains upon which the rejection is
properly based. Caim32 of Hyatt ' 732, however, is not
needed to support this rejection. Marie teaches that |ight
source 1 could respectively be three different |ight sources
of red, green and blue. Such a teaching suggests the
obvi ousness of a coherent |ight source as clainmed. Appellant
argues that the plurality of liquid crystal devices of claim38
requires claimz2 of Hyatt 732 which is not one of the clains
upon which the rejection is properly based. Caim?2 of Hyatt
' 732, however, is not needed to support this rejection. Marie
teaches that a plurality of illum nation control devices can
be used to generate color signals, and Marie suggests that
crystalline devices (LCDs) can act as illumnation contro
devices. Therefore, we sustain this double patenting
rejection of the clainms based on our discussion herein, the
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reasoni ng of the exam ner and our previous relevant
di scussi on. REJECTI ON 41

Thi s doubl e patenting rejection applies to appeal ed
claims 1, 3, 5, 7-11, 15, 18, 52, 53, 57, 58, 60-73 and 76-80
as conpared to clainms 1-4, 10 and 16 and/or clains 18, 25, 28-
30 and 32 of Hyatt 732 in view of Fischer and Lechner. For
pur poses of this analysis, we primarily consider claim 16 of
Hyatt ' 732 which incorporates the subject matter of claim1 or
consi der claim 30 of Hyatt ’732 which incorporates the subject
matter of clains 18, 28 and 29.

Once again, nost of appellant’s substantive argunents
with respect to this rejection have been considered at sone
point in this decision above, and we incorporate any rel evant
di scussion from above. Appellant again argues that the
coherent illum nation source of claim3 requires claim 32 of
Hyatt ' 732 which is not one of the clains upon which the
rejection is properly based. daim32 of Hyatt ' 732, however,
I's not needed to support this rejection. Fischer teaches that
a light source is filtered to provide red, green and bl ue
i nputs. Such a teaching suggests the obviousness of a

coherent light source as clained. Therefore, we sustain this
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doubl e patenting rejection of the clains based on our
di scussion herein, the reasoning of the exam ner and our
previ ous rel evant di scussion.
REJECTI ON 42

Thi s doubl e patenting rejection applies to appeal ed
claim2 as conpared to clains 1-4, 10 and 16 and/or clains 18,
25, 28-30 and 32 of Hyatt 732 in view of Fischer, Lechner and
de Quervain. For purposes of this analysis, we primarily
consi der claim 16 of Hyatt ’732 which incorporates the subject
matter of claim1 or consider claim30 of Hyatt ' 732 which
i ncorporates the subject matter of clains 18, 28 and 29.

Each of appellant’s argunents with respect to this
rej ection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting

rejection

of claim 2 based on the reasoning of the exam ner and our
previ ous rel evant di scussion.

REJECTI ON 43
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This doubl e patenting rejection applies to appeal ed
claim2 as conpared to clains 1-4, 10 and 16 and/or clains 18,
25, 28-30 and 32 of Hyatt '732 in view of Marie and de
Quervain. For purposes of this analysis, we primarily
consider claim 16 of Hyatt ' 732 which incorporates the subject
matter of claim1l or consider claim30 of Hyatt 732 which
I ncorporates the subject matter of clains 18, 28 and 29.

Each of appellant’s argunents with respect to this
rejection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of claim2 based on the reasoni ng of the exam ner
and our previous rel evant discussion.

REJECTI ON 44

This doubl e patenting rejection applies to appeal ed
clainms 4, 55 and 83 as conpared to clainms 1-4, 10 and 16
and/or clainms 18, 25, 28-30 and 32 of Hyatt 732 in view of
Hanl on. For purposes of this analysis, we prinmarily consider
claim 16 of Hyatt ’732 which incorporates the subject matter

of claim1l or consider claim30 of Hyatt ' 732 which
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i ncorporates the subject matter of clains 18, 28 and 29.

Each of appellant’s argunents with respect to this
rej ection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection of the clains based on the reasoning of the exam ner
and our previous rel evant discussion.

REJECTI ON 45

Thi s doubl e patenting rejection applies to appeal ed
clains 12-40, 42, 44-52, 54, 56, 59 and 84-90 as conpared to
claims 1-4, 10 and 16 and/or clains 18, 25, 28-30 and 32 of
Hyatt ' 732 in view of Roth, Lechner and Heil neier. For
pur poses of this analysis, we primarily consider claim16 of
Hyatt ' 732 which incorporates the subject matter of claim1 or
consi der claim 30 of Hyatt ’732 which incorporates the subject
matter of clains 18, 28 and 29.

Each of appellant’s argunents with respect to this
rej ection has been considered at sonme point in this decision
above, and each of these argunents has been deci ded adversely
to appellant. Therefore, we sustain this double patenting
rejection
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of the clains based on the reasoning of the exam ner and our
previ ous rel evant di scussion.
REJECTI ON 46

This doubl e patenting rejection applies to appeal ed

clainms 1-90 as conpared to clains 10 and 12-16 of Hyatt ' 385
taken al one. For purposes of this analysis, we consider claim
12 of Hyatt ' 385 which incorporates the subject natter of
claim 10 or consider claim16 of Hyatt ' 385 which incorporates
the subject matter of clains 13-15.

Al t hough the inventions of clainms 1-90 are different,
t he exam ner has determ ned that each of these clains is
obvi ous over the clains of Hyatt ’'385 when the clains of Hyatt
'385 are interpreted in light of the disclosure. Even though
we agreed with the examner earlier that clains drafted in
nmeans plus function formnust be construed in [ight of the
di scl osure, that does not nean that the entire disclosure
should be read into the claimfor each and every claim The
theory of claimdifferentiation suggests that differences
bet ween cl ai s nust be presumed to cover different inventions.
The exam ner has basically determ ned that the entire
di scl osure of Hyatt '385 is included within claim12 or 16 so
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that each of these clains include everything which is recited
I n appeal ed clains 1-90.
We agree with appellant that the exam ner has failed

to establish a prima facie case of unpatentability with his

bl anket rejection of clainms 1-90 based on Hyatt ' 385 taken
al one. However, the exact structure which should be read into
the clains of Hyatt ' 385 and appeal ed clains 1-90 requires
factual findings by the exam ner and responsive positions of
appel l ant to properly ascertain the scope of each of the
clains of Hyatt 385 and the appealed clains so as to neasure
the true differences therebetween. Since these factua
findings are not of record in this case, we do not sustain
this rejection of clains 1-90.
REJECTI ON 47

Thi s doubl e patenting rejection applies to appeal ed
clainms 1-90 as conpared to clainms 1-4, 10 and 16 and/or cl ains
18, 25, 28-30 and 32 of Hyatt ' 732 taken alone. For purposes
of this analysis, we primarily consider claim16 of Hyatt ’732
whi ch incorporates the subject matter of claim1 or consider
claim 30 of Hyatt ’732 which incorporates the subject matter
of clainms 18, 28 and 29.
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Everything we said with respect to the rejection just
di scussed previously applies equally to this rejection.
Therefore, we also do not sustain this rejection of clains 1-

90.

REJECTI ON 48

This doubl e patenting rejection applies to appeal ed
clainms 1-90 as being unpatentable over Hyatt ’385 or Hyatt
'732. For purposes of this analysis, the exam ner has not
consi dered any specific claimof Hyatt 385 or Hyatt ’732, but
rather, the exam ner sinply views a patent granted on appeal ed
claims 1-90 as constituting an unwarranted extension of the
grant appellant received in Hyatt 385 and Hyatt ' 732.

We agree with appellant that the basis for this
rejection is not entirely clear and that the exam ner has

failed to establish a prinma facie case of unpatentability.

Factual findings are also necessary here before it can be

det ermi ned whet her a patent granted on appeal ed clainms 1-90
woul d i nproperly extend the patent grant appellant received in
Hyatt ' 385 or Hyatt '732. Therefore, we do not sustain this

rejection of clains
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1-90.
SUMVARY
1. The rejection of clains 5, 9-14, 32-36, 42-49, 56,
59, 60, 69-72, 76-80, 84, 87 and 88 under 35 U.S.C. § 112,

first paragraph, as |acking enablenent is reversed.

2. The rejection of clainms 1-4, 6-8, 15-31, 37-41, 50-
55, 57, 58, 61-68, 73-75, 81-83, 85, 86, 89 and 90 under 35
UusS C § 112, first paragraph, as broader than the
di scl osure is reversed.

3. The rejection of clainms 2-90 under 35 U . S.C. 8§ 305
as broader than the original patent clains is reversed.

4. The rejection of clainms 2-90 under 35 U.S.C. § 112,
first paragraph, as l|lacking an adequate witten description is
affirmed with respect to clains 5-8, 15, 18, 19, 21, 27, 28,
32, 39-41, 43, 48, 49, 52, 57, 58, 61, 64, 67-69, 76, 80, 84
and 85, but is reversed with respect to clains 1-4, 9-14, 16,
17, 20, 22-26, 29-31, 33-38, 42, 44-47, 50, 51, 53-56, 59, 60,
62, 63, 65, 66, 70-75, 77-79, 81-83 and 86-90.

5. The rejection of claim2 under 35 U.S.C. § 305 as
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broader than the original patent claimis reversed.

6. The rejection of clains 57 and 58 under 35 U. S. C
8§ 112, first paragraph, as containing new matter is affirned.

7. The rejection of clainms 5-7, 18, 20, 39-41, 84 and
85 under 35 U.S.C. 8 102 as anticipated by Marie is affirned.

8. The rejection of clains 5-7, 18, 20, 39-41, 84 and
85 under 35 U.S.C. 8 103 as being unpatentable over Mrie
taken with Lechner or Heilneier in view of Zworykin is
affirnmed.

9. The rejection of clains 5, 7, 8, 19, 32, 39-41, 43,
48, 49 and 52 under 35 U.S.C. § 102 as anticipated by Jacobson
Is affirned.

10. The rejection of clainms 5, 7, 8, 10, 19, 32, 39-
41, 43, 48, 49 and 52 under 35 U.S.C. §8 103 as being
unpat ent abl e over Jacobson taken with Lechner or Heilneier is
affirmed with respect to clains 5, 7, 8, 19, 32, 39-41, 43,
48, 49 and 52, but is reversed with respect to claim10.

11. The rejection of clainms 5, 7, 39, 40, 42 and 52
under 35 U. S.C. 8 102 as anticipated by Robertson is affirned
with respect to clains 5, 7, 39, 40 and 52, but is reversed

with respect to claim42.
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12. The rejection of clainms 10, 32, 43, 48 and 49
under 35 U.S.C. § 102 as anticipated by Jacobson, figures 5
and 6 is affirnmed with respect to clains 32, 43, 48 and 49,
but is reversed with respect to claim10.

13. The rejection of clainms 56, 57, 74 and 75 under
35 U.S.C. § 103 as unpatentable over Robertson in view of
Marie, Scheffer, Jacobson and Ernstoff '968 is affirnmed with
respect to claim57 but is reversed with respect to cl ains 56,
74 and 75.

14. The rejection of clains 56, 57, 74 and 75 under
35 U.S.C. 8 103 as unpatentable over Robertson, Mrie,
Scheffer and/or Jacobson in view of Ernstoff '968 is affirnmed
with respect to claim57 but is reversed with respect to
claims 56, 74 and 75.

15. The rejection of claim58 under 35 U . S.C. § 103 as
unpat ent abl e over Jacobson in view of Marie, Scheffer and
Ernstoff 968 is affirned.

16. The rejection of claim86 under 35 U . S.C. 8§ 103 as
unpat ent abl e over Roth in view of Heilneier *112 is affirned.

17. The rejection of claim38 under 35 U . S.C. § 112,
first paragraph, as |acking enablenment is affirned.
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18. The rejection of clainms 9, 11-15, 17, 22, 24, 28,
33, 44, 59 and 87 under 35 U.S.C. §8 103 as unpatentabl e over
Roth in view of Heilneier 112 and Lechner is affirned.

19. The rejection of clains 1, 3, 16, 19, 23, 25, 26,
29-31, 34-37, 45-47, 50, 51, 54, 67, 72, 77, 79 and 82 under
35 U.S.C. §8 103 as unpatentable over Roth in view of Heil neier
"112, Lechner, Taguchi and Fergason is affirned.

20. The rejection of clains 4, 55 and 83 under 35
U S C 8§ 103 as unpatentabl e over Hanlon in view of
Hei |l mei er ' 112, Taguchi, Fergason and Lechner is affirned.

21. The rejection of clains 21, 27 and 28 under 35

U S C 8§ 103 as unpatentable over Roth is affirned.

22. The rejection of clains 52, 61, 68, 76 and 80
under 35 U. S.C. 8§ 103 as unpatentabl e over Hanlon in view of
Fi scher and Lechner is affirned.

23. The rejection of clains 60, 65 and 69 under 35
US C 8§ 103 as unpatentable over Hanlon in view of Fischer
and Lechner is affirned.

24. The rejection of claim53 under 35 U.S.C. § 103 as

unpat ent abl e over Hanl on and Fi scher in view of Lechner,
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Taguchi and Fergason is affirned.
25. The rejection of clains 64 and 67 under 35 U.S. C
8§ 103 as unpatentabl e over Hanlon in view of Fischer and
Fergason is affirned.

26. The rejection of clains 62, 66, 71-73 and 77-79
under 35 U.S.C. § 103 as unpatentabl e over Hanl on, Fischer,
Lechner and Fergason is affirned.

27. The rejection of clains 74, 75, 81, 84, 85 and 88-
90 under 35 U.S.C. 8 103 as unpatentable over Marie in view of
Lechner and Fergason is affirned.

28. The rejection of claim2 under 35 U.S.C. § 103 as
unpat ent abl e over Lechner in view of de Quervain and Fergason

is affirned.

29. The rejection of clains 1 and 2 under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentabl e over clains 10 and 12-16 of
Hyatt *385 in view of Lechner, de Quervain and Fergason is
affirnmed.

30. The rejection of clains 3, 9, 11-17, 19, 22-26,
28-40, 42, 44-50, 51, 52, 54, 56, 59, 84, 85 and 87-90 under
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the judicially created doctrine of obviousness-type doubl e
patenti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Lechner, Roth and Heilneier is affirned.

31. The rejection of clains 4, 55 and 83 under the
judicially created doctrine of obviousness-type double
patenti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Lechner and Hanlon is affirned.

32. The rejection of clains 5-8, 18, 20, 41, 42, 74,
75, 84 and 85 under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpat entabl e over
claims 10 and 12-16 of Hyatt 385 in view of Marie is
af firned.

33. The rejection of clains 8 and 43 under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Lechner and Jacobson or Marie is

affirned.

34. The rejection of claim 10 under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 10 and 12-16 of Hyatt *385 in view of
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Lechner is affirned.

35. The rejection of clains 21, 27 and 28 under the
judicially created doctrine of obviousness-type double
patenti ng as bei ng unpatentable over clains 10 and 12-16 of
Hyatt 385 in view of Roth is affirned.

36. The rejection of clains 9, 74, 75, 81, 82 and 88
under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentable over clains 10 and 12-
16 of Hyatt 385 in view of Lechner and Marie is affirned.

37. The rejection of clains 52, 57, 58, 64, 67, 68 and
76 under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentable over clains 10 and 12-
16 of Hyatt 385 in view of Fischer is affirned.

38. The rejection of clains 53, 60-63, 65, 66, 69-73
and 77-80 under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpatentabl e over
claims 10 and 12-16 of Hyatt '385 in view of Fischer and
Lechner is affirned.

39. The rejection of claim86 under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 10 and 12-16 of Hyatt *385 in view of
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Roth and Heilneier is affirned.

40. The rejection of clains 1, 3, 5-11, 15, 18, 20,
41-43, 74, 75, 81, 82, 84, 85 and 88 under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Marie is affirned.

41. The rejection of clains 1, 3, 5, 7-11, 15, 18, 52,
53, 57, 58, 60-73 and 76-80 under the judicially created
doctrine of obvi ousness-type doubl e patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Fischer and Lechner is
af firned.

42. The rejection of claim2 under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Fischer and Lechner and
further in view of de Quervain is affirned.

43. The rejection of claim2 under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 in view of Marie and further in
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view of de Quervain is affirned.

44. The rejection of clains 4, 55 and 83 under the
judicially created doctrine of obviousness-type double
patenti ng as being unpatentable over clains 1-4, 10 and 16
and/or clains 18, 25, 28-30 and 32 of Hyatt 732 in view of
Hanlon is affirned.

45. The rejection of clains 12-40, 42, 44-52, 54, 56,
59 and 84-90 under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpat entabl e over
claims 1-4, 10 and 16 and/or clains 18, 25, 28-30 and 32 of
Hyatt 732 in view of Roth, Lechner and Heilneier is affirned.

46. The rejection of clains 1-90 under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 10 and 12-16 of Hyatt 385 is
reversed.

47. The rejection of clains 1-90 under the judicially
created doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over clains 1-4, 10 and 16 and/or clains 18, 25,
28-30 and 32 of Hyatt 732 is reversed.

48. The rejection of clains 1-90 under the judicially
created doctrine of obviousness-type double patenting as being
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unpat ent abl e over Hyatt ' 385 and/or Hyatt ’732 is reversed.

Since we have sustained at | east one of the rejections
of each of appealed clains 1-90, the decision of the exam ner
rejecting clains 1-90 is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

Further proceedings in this case nay be taken in
accordance with 35 U S.C. 88 141 to 145 and 306, and 37 CFR
88 1.301 to 1.304. Note also 37 CFR § 1.197(b). If the
patent owner fails to continue prosecution, the reexam nation
proceeding will be term nated, and a certificate under 35
US.C § 307 and 37 CFR 8 1.570 will be issued canceling the
patent clains, the rejection of which have been affirned.

AFFI RMED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

N N N N
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ERROL A. KRASS
PATENT
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge
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